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”Google, you f****ing ripped off the iPhone, wholesale ripped us 

off. Grand theft. I will spend my last dying breath if I need to, and 

I will spend every penny of Apple’s $40 billion in the bank, to 

right this wrong. I’m going to destroy Android, because it’s a sto-

len product. I’m willing to go thermonuclear war on this. They 

are scared to death, because they know they are guilty.” 

 

- Steve Jobs 
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1 Introduction 

1.1 Background 

Products such as personal computers, smartphones, tablets and televisions are made out 

of thousands of different components and technologies covered by intellectual property 

rights (“IPR”).
1
 The 3G-communication technology, for example, covers more than 

6,000 individual patents belonging to around 70 different undertakings.
2
 Patents signify 

more than just tools to stop competitors from copying ideas. They are considered to be 

valuable economic assets,
3
 but beyond that, they are also prone to generate serious emo-

tions in their holders. As can be gathered from the colourful Steve Jobs quote in the be-

ginning of this thesis, even representatives of multibillion-dollar companies get serious-

ly aggravated when their precious IPRs are infringed upon. 

 Without interoperability, communication between different products would be im-

possible. In order to enable technical devices to interoperate with each other, market 

players band together and agree on a common standard to be used. Alongside the ad-

vantage of interoperability, standardisation brings with it some anti-competitive risks. 

When patented technology is implemented into a standard, the patent holder becomes an 

unavoidable trading partner for undertakings wishing to implement that standard. Thus, 

the patent holder enters into a position of strength, which enables it to take unfair ad-

vantage of other market players. This is where competition law comes into the picture. 

According to Art 102 of the Treaty on the Functioning of the European Union 

(“TFEU”), any abuse by a dominant undertaking within the internal market shall be pro-

hibited as incompatible with the internal market in so far as it may affect trade between 

member states.  

 Over the past 30 years, the frequency of costly standard essential patent (“SEP”) re-

lated litigation has increased considerably in the telecommunications industry.
4
 This 

surge has commonly been known as the “smartphone wars”, and it has caused competi-

                                                 

1
 Dufey ”Patents and Standardisation: Competition Concerns in New Technology Markets” [2013] Global 

Antitrust Review p. 10. 
2
 Ibid., Liotard “Persistance et Intensité des Conflits Entre Normalisation et Propriété Intellectuelle: les 

Enseignements de la 3ème Génération de Téléphonie Mobile” [2008] Revue Internationale de Droit 

Economique Association Internationale de Droit Économique p. 49.  
3
 Davis p. 3.  

4
 European Commission ”Standard-essential patents” [2014] 8 Competition policy brief ISBN 978-92-79-

35553-0 ISSN: 2315-3113 www.ec.europa.eu/competition/publications/cpb/2014/008_en.pdf (last visited 

1 May 2016) p. 2. 

http://www.ec.europa.eu/competition/publications/cpb/2014/008_en.pdf
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tion authorities much concern.
5
  Based on these concerns, the action of launching in-

junctions in order to protect SEPs has been scrutinised. The European Commission 

(“EC”) and national courts shared their opinions on the matter a few years ago already,
6
 

but competition law practitioners have been waiting patiently to hear the view of the Eu-

ropean Court of Justice (“ECJ”). On 16 July 2016, the judgment in the preliminary ref-

erence case Huawei was finally announced.
7
 In it the ECJ adopted a uniform approach 

to SEP-based injunctions to be applied throughout the European Union.  

1.2 Purpose and research questions 

The aim of this thesis is to give an account of the circumstances under which the launch-

ing of an SEP-based injunction may be viewed as an abuse of dominance in violation of 

Art 102 TFEU. Within the broader context of the conflict between competition law and 

IP law, the analysis will touch upon the different approaches that have been suggested 

by the EC, national courts and the ECJ.  

 At the end of the thesis, I will attempt to provide answers to three questions:  

(i) Is the law in force concerning SEP-based injunctions sufficiently clear? 

(ii) Does it provide a balance between the interests behind competition law, IP 

law and standardisation? 

(iii) Is there a better approach to managing SEP-based injunctions than by apply-

ing Art 102 TFEU? 

1.3 Method and sources 

In writing this thesis, I have applied the traditional legal dogmatic method, which is of-

ten used when writing legal texts. In doing so I have attempted to describe, methodise 

and interpret applicable law, adding together and analysing relevant sources of law with 

regards to their relative weight. This thesis contains a comparative element. To some 

extent, EU law has been compared to German and American law in order to give a more 

comprehensive picture of the issues at hand. I will give an account of how American 

courts have gone about calculating fair, reasonable and non-discriminatory (“FRAND”) 

terms since there is little European case law on the subject. The U.S. law system has had 

a great influence on the development of competition law in Europe and can therefore be 

                                                 

5
 Ibid. 

6
  Case AT.39939 Samsung, Case AT. 39985 Motorola, Judgment of the Bundesgerichtshof of May 6 

2009 Case No. KZR 39/06 (the ”Orange Book Standard” case). Translation available at: 

www.ipeg.com/blog/wp-content/uploads/EN-Translation-BGH-Orange-Book-Standard-eng.pdf last ac-

cessed on 20 Mars 2016 for more details see chapter 7 Legal Position Pre-Huawei. 
7
 C-170/13 Huawei. 

http://www.ipeg.com/blog/wp-content/uploads/EN-Translation-BGH-Orange-Book-Standard-eng.pdf
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a source of inspiration for European courts obliged to determine FRAND.
8
 As Germany 

is one of the most frequent fora for patent infringement disputes in Europe, I will also 

give an account of how SEP-based injunctions are handled there.
9
 This is particularly 

interesting since it was a German court that referred the Huawei case to the ECJ. How-

ever, since the thesis does not contain a comprehensive examination of German or 

American legislation and case law, the method itself cannot be considered comparative. 

Conclusions presented are therefore based on the legal dogmatic method. 

 Since the subject of the thesis concerns EU competition law, the main sources are the 

primary law in the treaty text and the case law of the ECJ. The ECJ’s judgments are es-

pecially important when determining an abuse of dominance according to Art 102 

TFEU, since the meaning of the provision has evolved through the case law. References 

to ECJ statements therefore occur frequently throughout the thesis.  

 Given the EC’s powers to impose fines and obligations on undertakings violating the 

antitrust regulation,
10

 it has a central role in the development of EU competition law. 

Even though they are not legally binding, EC investigations, guidelines and decisions 

constitute some of the most important sources.
11

 Some account will therefore be given 

of such sources. Also Advocate General (“AG”) Wathelet’s opinion in Huawei will be 

accounted for in order to give a wider context to the ECJ’s ruling. Just like the EC’s de-

cisions however, AG opinions are not legally binding. 

 In addition to the sources mentioned above, literature and articles have been consult-

ed on a continuous basis. Some of the articles have only been published online. My 

opinion is that such sources should be viewed as part of the legal doctrine to the extent 

that they contain convincing arguments and statement regarding the applicable law. The 

reader should however keep in mind that such articles might not always be written from 

a completely objective perspective.  

 Elements of legal policy occur in this thesis, and are highlighted through locutions 

such as “should”, “in my opinion” or other similar expressions. 

                                                 

8
 Bernitz p. 61. 

9
 Larouche & Zingales ”Injunctive Relief in Disputes Related to Standard-Essential Patents: Time for the 

CJEU to Set Fair and Reasonable Presumptions” [2014] 10:3 European Competition Journal p. 552. 
10

 Art 7 and 23 of Council regulation (EC) No 1/2003 on the implementation of the rules on competition 

laid down in Articles 81 and 82 of the Treaty.  
11

 For a closer examination of the legal value of non-binding documents see Bastidas ”Tillkännagivanden 

och riktlinjer inom EU:s konkurrensrätt” [2011] 4 Europarättslig tidskrift p. 715-727.  
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1.4 Delimitations 

As this thesis focuses on the specific issue of abuse of dominance through SEP-based 

injunctions, some of the criteria in Art 102 TFEU will only be mentioned briefly. Thus, I 

will not give a full account of how to determine the relevant market, whether the con-

duct has had an effect on trade between the member states or any objective justifications 

are at hand, even though those subjects are of importance. The reason for excluding 

these issues is that I cannot give them justice within the limitations of this thesis. 

 The thesis does not address legal standards or de facto standards but focuses on 

SSO-generated standards. This is due to the fact that SSO-generated standards raise the 

most interesting legal issues. Lastly, since the thesis does not aim to give a complete ac-

count of German and American law, basic details about the national legislations will be 

left unaddressed.   

1.5 Outline 

The outline of this thesis is aimed towards making it easier for the reader to understand 

the issues surrounding regarding SEP-based injunctions as abusive. The thesis is divided 

into 10 chapters and is outlined as follows. Chapters 2 and 3 address the relationship be-

tween IP law, competition law and standardisation and chapter 4 gives an account of the 

main difficulties with determining FRAND royalties. Chapters 5 and 6 turn the focus to 

abuse of dominance, and attempts to describe the phenomenon both in general and more 

specifically in relation to SEP-based injunctions. Chapters 7, 8 and 9 account for how 

competition authorities and courts have treated the issue in practice and chapter 10 at-

tempts to answer the research questions and concludes the thesis. 

2 The Tension Between IP and Competition Law 

2.1 The protection of IPR 

2.1.1 The purpose of the protection 

Intellectual property refers to legal rights, which are the result of intellectual activity in 

scientific, industrial, artistic and literary fields.
12

 Patents, copyrights and trademarks are 

examples of such rights but there is no single universally accepted definition of what 

constitutes IP.
13

 An assessment must therefore be made in every case. 

                                                 

12
 WIPO Publication No. 489 (E) ISBN 978-92-805-1291-5 para. 1.1. 

13
 Torremans “Article 17(2)” p. 490. 
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 IP law offers exclusive protection for creativity and intellectual achievements.
14

 In-

ventors, designers, musicians, authors and others who have invested in creating some-

thing are rewarded exclusive rights to use their works commercially and in other ways. 

A patent holder, for example, is granted the exclusive right to use his or her invention to 

manufacture industrial products, put them in circulation and oppose infringements.
15

 If 

anyone uses the invention without permission, the patent holder can bring an infringe-

ment action to stop the infringer and recover damages.
16

  

  According to economists, IPRs need protection in order to create incentives for fur-

ther innovation, which is desirable because it gives consumers access to better and more 

efficient products.
17

 If it were possible to freely exploit the results of innovative and cre-

ative efforts, no one would invest in creation or innovation.
18

 Instead, everyone would 

wait until someone else has made the investment in order to free ride and reap all the 

benefits without risking that the investment does not result in the breakthrough original-

ly hoped for.
19

 Such a system would lead to less innovation and would not be desirable 

since creation and innovation are considered essential elements in a competitive free 

market economy.
20

 

 In addition to the economic justification, IPR-protection can be justified on the basic 

principle that individuals should have the right to the fruits of their labour.
21

 Property 

rights are granted to those whose labour adds value to the goods that they take from the 

public domain, provided that their labour result in the public domain also increasing in 

value.
22

 In the long run IPR enriches the public domain since it encourages individuals 

to place their creations before the public.
23

 Once a creation becomes public it engenders 

new ideas and encourages further innovation.
24

 The fact that IPRs are time-limited also 

ensures that the IP returns to the public domain where others may use it to produce new 

IP when the period of protection is over.
25

 

                                                 

14
 Davis p. 2.  

15
 C-15/74 Centrafarm para. 9. 

16
 WIPO Publication No. 489 (E) ISBN 978-92-805-1291-5 para. 2.92. 

17
 Anderman “The IP and Competition Interface: New Developments” p. 4. 

18
 Torremans “Article 17(2)” p. 506. 

19
 Ibid. 

20
 Ibid. 

21
 Davis p. 6.  

22
 Ibid. 

23
 Ibid. p. 7. 

24
 Ibid. 

25
 Ibid. p. 4. 
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 In order to achieve the objectives of IPR, it has been considered necessary to have a 

rigorous and effective system to protect it.
26

 In the following I will attempt to outline the 

scope of the enforcement of IPR in the European Union. 

2.1.2 Enforcement of IPR 

According to Art 17.2 of the Charter of Fundamental Rights of the European Union 

(Charter) “intellectual property shall be protected”. The right to IP is thus secured within 

the union, and limitations to it can only be made in the public interest and subject to the 

principle of proportionality.
27

 Accordingly, they may not go beyond what is necessary to 

achieve their purpose.
28

  

 Society has a strong interest in having access to information, which can be impeded 

by the private interests of the IPR holder.
29

 To protect the public domain, limits on the 

protection of IPR have been imbedded in the IP-legislation.
30

 There are different time-

limitations and rules regarding what can and cannot be rewarded protection. For exam-

ple, it is not possible to copyright ideas or patent discoveries.
 31

 Furthermore, there are 

possibilities to make use of other individual’s IPR for certain purposes without commit-

ting infringement.
32

 Exceptions to the exclusivity are made when the purpose of the uti-

lization serves the public interest.
33

 The right to patents, for example, often needs to be 

balanced against the right to health, research and study, which all constitute public inter-

ests.
34

 

 The EU legislation does not provide exhaustive rules on enforcement of IPR. Details 

are largely left to the national procedural autonomy of the member states.
35

 The EU Di-

rective on Intellectual Property Rights Enforcement (IPRED) provides a general frame-

work and sets minimum standards by imposing an obligation to make certain measures, 

procedures and remedies available in order to secure effective IPR enforcement. Mem-

ber states are free to provide more favourable means for the protection of right-

                                                 

26
 COM(2008) 466 final Green paper Copyright in the Knowledge Economy p. 4. 

27
 Art 17(1) and Art 52(1) of the Charter. 

28
 C-92/09 and C-93/09 Volker para. 74, C-539/10 and C-550/10 Sticting Al-Aqsa para. 122. 

29
 Torremans “Article 17(2)” p. 509. 

30
 Davis p. 4. 

31
 Ibid. 

32
 Ibid. 

33
 WIPO Publication No. 489 (E) ISBN 978-92-805-1291-5 para. 2.88. 

34
 Torremans “Article 17(2)” p. 505. 

35
 Larouche & Zingales ”Injunctive Relief in Disputes Related to Standard-Essential Patents: Time for the 

CJEU to Set Fair and Reasonable Presumptions” [2014] 10:3 European Competition Journal p. 558. 
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holders.
36

 This minimum harmonisation approach can be problematic since the absence 

of uniformity between member states can lead to inconsistency and forum shopping.
37

 

 In the EU, the right to seek injunctive relief is recognised both under IPRED and in-

ternational trade law. According to Art 11 of IPRED, member states shall ensure that 

their judicial authorities are able to issue injunctions aimed at prohibiting the continua-

tion of infringements against infringers, and according to Art 44.1 of the Agreement on 

Trade-Related Aspects of Intellectual Property Rights (“TRIPS”), the judicial authorities 

shall have the authority to order a party to desist from an infringement. Countries that 

have signed the TRIPS Agreement shall ensure that the enforcement procedures as spec-

ified in TRIPS are available under their law so as to permit effective action against any 

act of infringement of IPR.
38

  

2.2 The protection of competition 

According to Art 3.3 of the Treaty on the European Union (“TEU”), the EU shall con-

tain a competitive social market economy. The market shall be based on a system that 

secures competition from being distorted,
39

 and according to Art 3.1.b of the TFEU, the 

EU has an exclusive competence when it comes to the establishment and legislation of 

rules that are necessary for the functioning of the internal market.  

 Competition law protects the process of competition and deals with problems that 

arise in a free market economy.
40

 It prevents the negative effects resulting from mo-

nopolies and restrictive practices, mainly high prices, low production and smaller ranges 

of products. An undertaking exposed to competition is forced to compete for the con-

sumers’ favour. This creates incentive for increased efficiency and research and devel-

opment, thereby generating an ideal breading ground for innovation. 

 There are differing opinions regarding what the main aim of competition law is.
41

 

Since there is no definition provided in the EU treaties, different suggestions have been 

proposed. Recently, the Commission has pronounced the main aim of competition law 

to be the enhancement of consumer welfare.
42

 However this view has not been consist-

ently upheld by the ECJ. In the Intel case, for example, the General Court of the Euro-

                                                 

36
 Art 2.1 IPRED. 

37
 Larouche & Zingales ”Injunctive Relief in Disputes Related to Standard-Essential Patents: Time for the 

CJEU to Set Fair and Reasonable Presumptions” [2014] 10:3 European Competition Journal p. 559. 
38

 Art 41.1 TRIPS. 
39

 Protocol No. 27 on the internal market and competition. 
40

 Jones & Townley ”Competition law” p. 505. 
41

 Chalmers, Davies & Monti p. 944. 
42

 Commission guidelines on the application of Article 81(3) of the Treaty OJ 2004 C 101/08 para. 33. 
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pean Union (“GC”) emphasised that the basic function of Art 102 TFEU is to ensure 

that competitors’ “access to the market” is not made “more difficult”.
43

 This statement 

strays from the Commission’s effects-based philosophy, and rather expresses the aim of 

protecting the economic freedom of action for smaller undertakings. The ambiguity of 

the underlying purpose creates a legal uncertainty that has made some authors question 

the legitimacy of enforcing the competition rules.
44

  

2.3 A balance between interests 

At first glance it might appear as if IP law and competition law are directly incompati-

ble. IPRs may have social and economic costs since their enforcement can be viewed as 

anti-competitive.
45

 They restrict the holders’ competitors’ capacity for action in a way 

that counteracts competition law’s effect of preventing negative consequences of mo-

nopolies. Patents, for example, lead to forms of monopolies, which allow the patent 

holders to raise their prices beyond what the majority of the public is able to pay.
46

 

Thus, there is an inherent tension between IPRs and free competition.
47

  

 Competition law can be used to regulate the use that is made of IPRs.
48

 In the Mi-

crosoft case the GC made it clear that the mere existence of an IPR does not create im-

munity to competition law considerations.
49

 When IPRs are used as tools of abuse, or 

means of restricting competition, competition rules apply.
50

 The advantages of IPR, that 

do not serve to achieve public interest aims, are seen as breaches of competition law.
51

 

The antitrust regulation is meant to work like an emergency brake that only intervenes 

when the market is not working as it is supposed to.
52

 

 Despite their obvious contradictions the two areas of law both serve the purpose of 

enabling and rewarding innovation.
53

 IPRs encourage companies to invest in develop-

ment and innovation by awarding them protection, and competition law does the same 

by promoting a system where companies are pressured to keep up with their competi-

tors. However, in order for these shared effects to be achieved, a fair balance must be 

                                                 

43
 T-286/09 Intel para. 93. 

44
 Akman p. 11. 

45
 Davis p. 5. 

46
 Ibid. p. 6. 

47
 Ibid. 

48
 Torremans “Article 17(2)” p. 507. 

49
 T-201/04 Microsoft para. 690. 

50
 Anderman “The IP and Competition Interface: New Developments” p. 5. 

51
 Torremans “Article 17(2)” p. 507. 

52
 Villarejo & Kramler “Intellectual Property Rights and Competition Rules: A Complex But Indispensa-

ble Coexistence” p. 61. 
53

 Ibid. 
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struck between the two areas. Too strong IPR protection can complicate for weaker 

competitors to contribute to technical development and an over implementation of com-

petition law can eliminate the incentive for undertakings to do so in the first place. In the 

worst-case scenario, competition law can deplete the value of IPR and even counteract 

the purposes of competition law itself. 

 In order to create an innovation-friendly climate one framework cannot be allowed to 

trump the others. As will be outlined later in this thesis though, equilibrium is seldom 

easy to achieve. The difficulties in predicting the effects of decisions create a heavy 

burden on competition authorities and generate risk for misjudgement.  

3 Standardisation 

3.1 Interoperability and technical standards 

In today’s technology driven world we owe much of our daily routines to interoperabil-

ity. Interoperability is the ability of two systems to operate with one another using the 

same communication protocol.
54

 Various software products in a system “interoperate” 

when they exchange information and mutually use that information.
55

 When you text a 

friend or e-mail a colleague, interoperability ensures that your message will be received 

regardless of which company developed your friend and colleague’s mobile devices.  

 In order to achieve interoperability, it is necessary that market players agree on a 

standard to be used. Standards are technical specifications, which seek to provide a 

common design for products or processes.
56

 They are common platforms that allow 

products to work together.
57

 One example of a widely used standard is the QWERTY 

system, which constitutes the layout of letters or keys on computer keyboards, and an-

other is the A4 size sheet of paper. In network-effects markets like the telecommunica-

tions market, in which users benefit from an increase in the number of other users in the 

system, standards are especially valuable.
58

 Technological devices connect to the Inter-

net via standardised wireless technologies such as Wi-Fi, and 3G and 4G are examples 
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of telecommunication standards that allow mobile phones to communicate with each 

other.   

 There are three different types of standards; de facto standards which are technolo-

gies so widely used that they have been labelled standards without any official nomina-

tion; legal standards which are issued by public authorities and; SSO-generated stand-

ards which are adopted by private standard setting organisations (SSOs).
59

 SSOs consist 

of undertakings, active on the relevant market, cooperating to agree on a common stand-

ard.
60

 The European Telecommunications Standards Institute (“ETSI”) for example, has 

over 800 members from more than 60 countries inside and outside of Europe.
61

 SSO-

members can be upstream-only companies, which solely develop and market technolo-

gies; downstream-only companies, which solely manufacture products or offer services 

based on technologies developed by others, or; vertically integrated companies that en-

gage in both activities.
62

  

 The benefits of standardisation are obvious. Standards increase consumer choice and 

convenience, and reduce costs by allowing products from different manufacturers to be 

combined or used together.
63

 They contribute to a greater realization of network effects 

and prevent buyers from being stranded with a product that loses the standards war.
64

 

Furthermore, they maintain and enhance product quality by allowing SSOs to collect 

information related to safety and performance records.
65

 They also ensure that undertak-

ings can invest in developing technologies knowing that they will work together with 

other devices.
66
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 Standardisation has contributed to the growth in innovation and product differentia-

tion in the information and communications technology sector.
 67

 Due to their vast posi-

tive effects, interoperability standards are considered to enhance competition in the mar-

ket place and lower output and sales costs benefiting the economy as a whole.
68

 Howev-

er, they also give rise to certain competition concerns.  

3.2 Competition concerns  

Competition authorities have traditionally viewed the process of standard setting with 

suspicion.
69

 From an antitrust perspective, SSO-generated standards are the most inter-

esting since they involve industry rivals banding together, discussing sensitive infor-

mation such as price
70

 and agreeing on technologies that will be used by all to ensure 

interoperability between products.
71

 SSOs bring competitors together and make it easier 

for them to exchange information and monitor each other’s activity, providing an ideal 

breading ground for collusion.
72

  

 SSO-generated standards also provide undertakings with opportunities to act in other 

non-competitive ways. When a patented technology is necessary to have access to in 

order to produce products compliant with a standard that patent is called standard-

essential.
73

 Patents are considered essential to a standard when it is impossible on tech-

nical grounds to make, sell, lease, otherwise dispose of, repair, use or operate equipment 

or methods, which comply with that standard, without infringing them.
74

 SEPs have 

been considered problematic since they give their holders opportunities to charge higher 

royalties than the value of their patented technology and take advantage of the value of 

the standard itself, thereby blocking their competitors from the technology market.
75

 

Lemley and Shapiro have considered this risk of “hold-up” especially menacing when 
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implementers of the patented technology have invested significantly in bringing their 

product to market, the patent only relates to a small part of the final product and the cost 

of designing around the SEP is significant.
76

 Hold-up discourages innovation and hurts 

consumers by increasing product prices.
77

 It also harms licensees by reducing the overall 

demand for standard compliant products.
78

 

 Even though patent hold-up has been well defined in the literature, some authors 

have found the fear of it to be unfounded since there is no empirical evidence that it ac-

tually occurs.
79

 As Harkrider has expressed it, if hold-up was prevalent in the industry, 

one would expect that the SEP-holders’ profits would significantly exceed those of the 

implementers, yet the opposite is true.
80

 For example, while Apple, which has relatively 

few network protocol SEPs, earns up to 80 % of the profits in the smartphone sector, 

Motorola Mobility and Nokia who are two of the largest holders of SEPs in the world 

have suffered substantial profit drops.
81

  

 Some authors have even suggested that there is a risk of reverse hold-up absent the 

possibility of injunctions.
82

 Reverse hold-up is the situation where potential licensees, 

without risking facing injunctions, are able to delay licensing negotiations and propose 

non-FRAND licensing rates in order to pay as little as possible for implementing the 

SEP.
83

 Since patent infringement suits can take several years, and the likely worst case 

scenario is that the infringer has to pay some fraction of the FRAND royalty for the pa-

tents that it has infringed upon, it might be preferable for the implementer to hold out 

instead of negotiate.
84
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3.3 The balance between standardisation, IP law and competition law 

Achieving a technical standard comprises choosing to favour some technologies over 

others. To some extent, this means reducing competition between rival technologies.
85

 

Thereby, the basic principles of standardisation can be said to go against the nature of 

competition law. At the same time, standardisation can seem to be clashing with IP law. 

Where patent law for example, protects the patent holder’s right to exclude others from 

utilising its technology, standardisation aims to achieve as wide a spread and utilisation 

of the standardised technology as possible.  

 Because of these divergences there is a danger that the three systems in different 

ways may obstruct one another. The foreclosure effects that come with IPR might, for 

example, through standardisation be enhanced to a degree that is harmful for competi-

tion. On the other hand, standardisation together with competition law might undermine 

IP law, and competition law coupled with IP law might inhibit standardisation. Conse-

quently, a balance needs to be struck between the areas in order to make sure that all of 

them are realised. In attempting this balancing act, one has to tread carefully not to do 

more harm than good. 
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4 FRAND-Commitments 

4.1 FRAND in general 

In order to lessen the anti-competitive risks, the EC has stated that the SSOs’ IPR-

policies should require participants, wishing to have their IPR included in a standard, to 

provide an irrevocable commitment in writing, to licence their essential IPR to all third 

parties on FRAND-terms.
86

 SSOs generally do require patent holders to make such 

commitments before allowing their patents to become a part of the standard. As an ex-

ample, Art 6.1 of ETSI’s IPR policy provides that when an SEP is brought to ETSI’s 

attention, ETSI shall immediately request the owner to, within three months, give an ir-

revocable undertaking in writing that it is prepared to grant licenses on fair, reasonable 

and non-discriminatory terms and conditions. Similarly, in the Institute of Electrical and 

Electronics Engineers Standards Association’s (“IEEE-SA”) IPR policy Art 6.2, it is 

required that the SEP-holder submits a “Letter of Assurance” stating that a license for a 

compliant implementation of the standard will be made available to an unrestricted 

number of applicants without compensation or under reasonable rates, with reasonable 

terms and conditions that are demonstrably free of any unfair discrimination.  

 The FRAND-commitment ensures that the SEP-holder forgoes its right not to license 

its IPR and take unfair advantage of the standard setting.
87

 It serves two main purposes 

by guaranteeing that the technology incorporated in the standard is open to all, while at 

the same time making sure that the SEP-holder receives adequate financial rewards for 

its invention.
88

  

 FRAND-commitments are contractual in nature as they are private agreements be-

tween SEP-holder and SSOs.
89

 An SEP-holder’s failure to act in accordance with its 

FRAND-commitment represents a breach of contract.
90

 Whether third parties have a 

right to seek enforcement of FRAND-commitments depends on the applicable contract 
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law principles.
91

 The American courts have held that FRAND-commitments create bind-

ing obligations under U.S. law and that third party beneficiaries of those commitments 

have the right to seek enforcement,
92

 and the ECJ seems to have the same idea. As will 

be further discussed later in this thesis, the Huawei judgment expresses the view that an 

SEP-holder’s FRAND-commitment creates legitimate expectations on the part of third 

parties that the SEP-holder will in fact grant licenses on such terms.
93

 

4.2 The meaning of FRAND 

As mentioned above, the first part of the FRAND-commitment requires that the licens-

ing terms be fair and reasonable. The terms must be understood in the context of the 

underlying purpose of FRAND, to keep the market open to all.
94

 There is a fairly strong 

consensus in literature that the requirements of fairness and reasonableness mean that 

the SEP-holder should not be able to charge royalties that are disproportionate to what 

they would have been under the competitive conditions that applied before (ex ante) the 

adoption of the standard.
95

 According to this view, SEP-holders should not be allowed 

to exploit the power gained from participating in the standard setting process.
96

  

 The second part of FRAND demands the terms to be non-discriminatory. Discrimina-

tion between similarly situated competitors active in the market for the product incorpo-

rating the standardised IPR hinders the competitive process.
97

 The non-discriminatory 

requirement is meant to lessen this risk through forcing SEP-holders who have made 

FRAND-commitments to license similarly situated licensees on the same terms.
98

 This 

further guarantees that access to the market is effective.
99

 The terms do not necessarily 

have to be identical, comparable treatment fulfils the condition of non-discriminatory.
100
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4.3 Models for calculating FRAND 

4.3.1 Introductory remarks 

A plethora of suggestions of different calculation models for FRAND royalties has been 

proposed in literature. However, none of the suggestions appear to have gained any wid-

er recognition. Judges, academics and economists have all contributed to the discussion 

and it seems as if the only consensus is that there is no generally accepted method for 

determining whether or not certain royalties comply with a specific FRAND-

commitment.
101

 In addition to the fact that there is no common calculation method, a 

one-size-fits-all solution does not seem to be available.
102

 As the GC held in Microsoft, 

FRAND-terms are not necessarily the same for all patents or for all companies, not even 

for the same technology.
103

  

 The exact meaning of FRAND thus has to be established in the context of each indi-

vidual situation,
104

 and the method might vary depending on the circumstances. This un-

certainty has a negative affect on predictability, and, as will be discussed further below, 

lays a heavy burden on the courts. 

 The EC has given some examples of how FRAND-terms may be determined. It has 

stated that the assessment of whether royalty fees are compliant with FRAND should be 

based on whether the fees correspond with the economic value of an IPR.
105

 According 

to the EC, cost-based methods are not well suited for this because of the difficulty in 

assessing the costs attributable to the development of the patent. Instead, it may be pos-

sible to compare the licensing fees charged by the company in question for the relevant 

patents in a competitive environment before the industry had been locked into the stand-

ard with those charged after.
106

 Another method could be to obtain an independent ex-

pert assessment of the IPR’s objective centrality and essentiality to the standard at is-

sue.
107

 It might also be possible to refer to ex-ante disclosures of licensing terms in the 

context of a specific standard-setting process.
108

 The royalty rates charged for the same 
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IPR in other comparable standards might also provide an indication for FRAND royalty 

rates.
109

 

 All of these statements are theoretical however. How a calculation is performed in 

practice has yet to be determined by the Court of Justice of the European Union 

(“CJEU”). American courts have however made some attempts at calculating FRAND. 

In the following I will discuss their approaches and the methods that have arisen through 

their discussions. 

4.3.2 The American hypothetical negotiations method 

Microsoft v. Motorola was the first judgment where an American court was tasked with 

determining a FRAND royalty rate.
110

 The case concerned Motorola, which had made 

Microsoft an offer to license its patents embodying video coding and wireless local net-

work standards for a fee of 2,25% of the final price of the product. Microsoft believed 

the offer to be in breach of Motorola’s FRAND-commitment and therefore sued the 

company.  

 In its ruling, the court identified basic principles for establishing FRAND. Firstly, it 

stated that FRAND royalties should be consistent with the SSOs’ goals of promoting 

widespread adoption of their standards,
111

 and that a proper method to determine what 

FRAND is recognises and seeks to mitigate the risk of patent hold-up.
112

 Secondly, it 

underlined that the aggregate royalties that would apply if other SEP-holders made roy-

alty demands of the implementer need to be considered in order to avoid royalty stack-

ing.
113

 Thirdly, it reasoned that even though an SEP-holder should be guaranteed rea-

sonable royalties for its IP, the royalties have to be limited to the economic value of the 

patented technology itself, apart from the value associated with incorporation of the 

technology into the standard.
114

  

 In order to calculate a reasonable royalty rate, the court recreated a “hypothetical ne-

gotiation” between the parties.
115

 Basing its assessment on the conditions at the time of 

the FRAND-commitment, before the standards were adopted, it listed a number of cir-

cumstances to take into account when determining FRAND royalty.
116
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Microsoft v. Motorola Factors  

1.  The royalties received by the patentee for the licensing of the patent in suit in 

other circumstances comparable to FRAND-licensing circumstances. 

2. The rates paid by the licensee for the use of other patents comparable to the 

patent in suit. 

3. The nature and scope of the license. 

4. The effect of the patented invention in promoting sales of other products of the 

licensee and the licensor, taking into account only the value of the patented 

technology and not the value associated with incorporating the patent into the 

standard. 

5. The established profitability of the product made under the patent, its commercial 

success, and its current popularity, taking into account only the value of the 

patented technology and not the value associated with incorporating the patented 

technology into the standard. 

6. The utility and advantages of the patented technology over alternatives that could 

have been written into the standard instead of the patented technology in the 

period before the standard was adopted. 

7. The contribution of the patent to the technical capabilities of the standard and 

also the contribution of those relevant technical capabilities to the licensee and 

the licensee’s products, taking into account only the value of the patented 

technology and not the value associated with incorporating the patented 

technology into the standard. 

8. The portion of the profit or of the selling price that may be customary in the 

particular business or in comparable businesses to allow for the use of the 

invention or analogous. 

9. The portion of the realisable profit that should be credited to the invention as 

distinguished from non-patented elements, the manufacturing process, business 

risks, the significant features or improvements added by the infringer. 

10. The opinion testimony of qualified experts. 

11. The amount that a licensor and a licensee would have agreed upon (at the time 

the infringement began) if both were considering the FRAND-commitment and 

its purposes, and had been reasonably and voluntarily trying to reach an 

agreement. 

 

The court paid extra attention to the nature of the patented invention and the character of 

its commercial embodiment (number 7), and concluded that the importance of the SEPs 

to the standard, and the importance of the standard and the SEPs to the product at issue 

were crucial.
117

 Since several of Motorola’s patents only provided minimal contribution 

to the standard and only had minor importance in the overall functionality of the prod-

ucts, the court favoured Microsoft.
118

 The FRAND royalty was announced to the amount 

of USD 560,000 per year over Microsoft’s proposal, but about USD 4 billion below 
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what Motorola had asked for.
119

 The methodology for calculating FRAND that was 

adopted in the Microsoft v. Motorola case has been accepted in subsequent cases.
120

 

However, it has also raised a number of new questions, a few of which will be discussed 

below. 

4.3.3 Comments and conclusions 

As I have mentioned above, EU law does not give much direction on how one should go 

about making FRAND-calculations. It is therefore justified to seek guidance on the oth-

er side of the Atlantic. The American hypothetical negotiations method seems to be the 

most established approach, but one should be mindful of two things when applying it.  

 Firstly, the factors to be taken into account are vague and do not always fit the situa-

tion. This makes the list unpredictable and difficult to apply, making it unsuitable as a 

mandatory checklist.
121

 Since the list covers relevant elements however, it should be 

used as guidance as long as it is not applied to strictly. 

 Secondly, the ex-ante approach in itself can be problematic. Only taking into account 

the circumstances before the standardisation risks encouraging alleged infringers to 

hold-off on negotiations in order to reap the awards of delaying.
122

 If the value of a 

standard reduces over time the infringer who postpones entering into a licensing agree-

ment will be able to get a better price, and if the value increases, the infringer has the 

option of asking for the original price.
123

 An ex-ante approach also risks undercompen-

sating SEP-owners since it does not take into account the costs of their “sunken invest-

ments”.
124

 Investments that are made ex-post should also be considered in the calcula-

tion. 

 The approach adopted by the U.S. courts has also left some unanswered questions. 

For example, which licenses should be considered comparable in the meaning of factors 

1 and 2? Comparing royalties that the SEP-holders have charged for the same patent in 

other circumstances has generally been considered to be a good approach in order to de-
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termine what is to be considered FRAND.
125

 The 2011 Horizontal Guidelines, for ex-

ample, state that if the patent holder has licensed its SEP ex-ante, the rates that were 

charged might constitute good benchmarks.
126

 If no licensing has taken place ex-ante the 

royalty rates charged by the competitor with the next best alternative technology might 

be considered instead.
127

 Comparisons might also be made with prices of similar prod-

ucts, for example the royalties that the same SEP-holder charges for comparable tech-

nologies under competitive market conditions or royalties other SEP-holders charge for 

complementary SEPs in the same standard.
128

  

 It is also unclear what the appropriate base for the FRAND royalty determination 

should be. In the infringement case Versata v. SAP, the Federal Circuit stated that a pa-

tent holder might assess damages based on the entire market value of the accused prod-

uct only where the patented feature creates the basis for the customer demand or sub-

stantially creates the value of the component parts.
129

 Similarly, in LaserDynamic v. 

Quanta Computer USA, it was held that where small elements of multi-component 

products are accused of infringement, calculating a royalty on the entire product carries 

a considerable risk that the patentee will be improperly compensated for non-infringing 

components of that product.
130

 Consequently, the court found that it is generally re-

quired that royalties are based on the smallest saleable patent-practicing unit (the “SSP-

PU”).
131

 Only if it can be shown that the patented feature drives the demand for an entire 

multi-component product, a patentee may be awarded damages as a percentage of reve-

nues or profits attributable to the entire product.
132

  

 Basing the royalty on the SSPPU is a reasonable approach but in some cases it risks 

undervaluing the technology.
133

 A technology implemented by a single component 

might have more value than the component itself.
134

 Basing the royalty on the end prod-

uct might in such cases be fairer. This implies that courts have to be careful to take the 

particular circumstances of each case into account, and cannot automatically apply the 
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SSPPU approach.
135

 Also, it is common practice in high-tech markets to negotiate li-

censes on patent portfolios using the end-user product as the royalty base.
136

 In order to 

avoid creating tension between real-world practice and court decisions, courts should 

identify the royalty base as the one that the parties most likely would have chosen in a 

hypothetical negotiation.
137

 

 Overall, the hypothetical negotiations method, which has been applied in American 

courts, appears to be a reasonable starting point for FRAND-calculation. As has been 

discussed however, the approach is far from straight forward and there are many ques-

tions regarding its application that have been left open.    

5 Abuse of Dominance 

5.1 Art 102 TFEU in general 

As has been mentioned above, Art 102 TFEU states that a dominant undertaking is for-

bidden from abusing its position within the internal market or in a substantial part of it, 

in so far as it may affect trade between member states. Dominant companies have a spe-

cial responsibility not to allow their conduct to impair undistorted competition on the 

internal market.
138

 Failure to act in accordance with that responsibility may result in in-

junctions, structural remedies and substantial fines.
139

 In Intel, breaching Art 102 TFEU 

cost a single undertaking over 1 billion euros.
140

  

 Whereas Art 101 TFEU focuses on agreements and concerted practices between two 

or more parties that are harmful to competition, Art 102 TFEU is concerned with abu-

sive unilateral conduct of dominant firms. Art 102 TFEU is controversial since it re-

quires competition authorities and courts to make the difficult assessment of whether or 

not a certain conduct deviates from what can be considered “normal”.
141

   

5.2 Dominance 

Only an undertaking in a dominant position in the relevant market is granted the special 

responsibility not to abuse its position. It is not the dominant position itself, but abuse of 
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the position that is prohibited.
142

 A company is considered dominant when it is in a posi-

tion of economic strength, which enables it to prevent effective competition from being 

maintained in the relevant market by affording it the power to behave independently of 

its competitors, customers and ultimately of the consumers.
143

 Dominance entails that an 

undertaking enjoys substantial market power over a period of time because of insuffi-

cient competitive constraints.
144

 Companies, which profitably are capable of increasing 

prices above the competition level over a significant period of time do not face sufficient 

competitive constraints and can therefore generally be considered dominant.
145

  

 There is a general presumption that companies with a market share of 50 percept or 

more of the relevant market are in a dominant position.
146

 This presumption means that 

an undertaking that falls within the presumption bears the evidential burden of establish-

ing that it is not dominant.
147

 However, an analysis of the market shares is not enough to 

establish dominance. The finding of high market shares is to be examined together with 

other relevant economic factors.
148

 The Commission, for example, takes into account the 

market shares of competitors, whether or not there is a credible threat of future expan-

sion or entry by competitors and the bargaining strength of the undertaking’s custom-

ers.
149

  

 Ownership of IPR can make an undertaking seem dominant and IPRs are often found 

to be associated with dominance in the market.
150

 This is due to the fact that they, de-

pending on their strength and duration, can work as legal barriers that prevent competi-

tors from entering the market.
151

 SEPs are particularly powerful and provide their own-

ers opportunities to block access to markets or license their patents under unfair 

terms.
152

 Despite their inherent power, the Court has made it clear that IPRs are not in 

themselves enough to establish dominance,
153

 neither does the establishment of a stand-

ard create a presumption that the holding nor exercising of an SEP equates to being 
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dominant.
154

 In each case an overall assessment has to be made where attention is given 

to all relevant circumstances.
155

 One should especially consider the structure of the mar-

ket, the nature and the number of competitors and the importance of the patent com-

pared to others that may be used in the standard.
156

  

5.3 The concept of abuse 

What is forbidden according to Art 102 TFEU is not being dominant, but the act of 

abusing one’s dominance. The rule embodies the understanding that a system, which 

encourages and protects legitimate competition, should not punish its winners.
157

 The 

article exemplifies some behaviour, like imposing unfair prices and limiting produc-

tions, as conduct that can constitute abuse but the list is not exhaustive.
158

  

 The concept of abuse is an objective notion that encompasses all situations where an 

undertaking in a dominant position uses methods different from those that condition 

normal competition that have the effect of hindering maintenance of the degree of com-

petition still existing in the market or the growth of that competition.
 159

 The relevant 

question is therefore whether the dominant undertaking has made use of the opportuni-

ties arising out of its dominance in such a way so as to reap trading benefits, which it 

would not have been able to reap if there would have been normal and sufficiently effec-

tive competition.
160

 There is no need to show actual competition limiting effects. It is 

sufficient that there is a risk that the conduct can damage the effective competition struc-

ture.
161

 

 Abuse can either be exploitative, where the undertaking uses its’ market power to 

take advantage of customers, or exclusionary, where the undertaking prevents competi-

tors from entering the market.
162

 Exclusionary abuse indirectly damages consumers 

through its impact on effective competition structure.
163

 When competitors are prevent-

ed from market entry as a result of abusive conduct, consumers have fewer options and 

become more dependent on the dominant undertaking.   
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 The wide varieties of conduct that can be considered abusive make it difficult to an-

ticipate which situations are covered by the legislation. This is problematic, not only for 

dominant undertakings that risks facing severe penalties if they violate the law, but also 

for competition authorities and courts, which by wrongful application, risk damaging 

competition rather than protecting it. The danger is that too aggressive of an application 

of the law will lead to undertakings refraining from conduct that is actually pro-

competitive.
164

  

6 SEP-Based Injunctions as Abuse 

6.1 General considerations 

When someone unlawfully infringes a patent right it is generally legitimate for the pa-

tent holder to launch an injunction.
165

 This is also true for SEP-holders, but SEP-based 

injunctions can have more far-reaching anti-competitive consequences than regular in-

junctions. Successful SEP-based injunctions lead to competitors becoming unable to op-

erate in the market (exclusionary effect), and the threat of injunctions may pressure li-

censees to accept disadvantageous licensing terms that they would not have accepted 

under other circumstances (exploitative effect). In order to protect the competitive cli-

mate in standardised markets, there need to be some limitations on SEP-holders’ possi-

bilities to launch injunctions. 

 The question is how such limitations should be constructed in order to serve its pur-

pose without encroaching too much on the SEP-holders’ rights. What is the most appro-

priate test of abuse and how do we balance the SEP-holder’s and the public’s interests? 

Is it possible to categorise SEP-based injunctions as a form of refusal to license or vexa-

tious litigation or would it be better to treat them as an independent type of abuse? These 

questions will be explored further in this chapter. 

6.2 Closely related abusive practice of IPR 

6.2.1 Refusal to license 

Since the act of seeking injunctions means that the SEP-holder has not concluded a li-

cense with the defendant, it might be possible to see it as an indirect refusal to license.
166

 

The ECJ has elaborated on the extent to which refusal to license can constitute abuse 
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under Art 102 TFEU. The Magill case concerned three television broadcasters that re-

fused to license copyright on TV listings to Mr Magill, who wanted to produce a com-

prehensive TV guide. The TV listings were indispensable to Magill since he would not 

be able to publish a TV guide without them. The ECJ declared that the exercise of an 

exclusive right might only in “exceptional circumstances” involve abusive conduct.
167

 

According to the Court such circumstances were at hand when; (i) a refusal to license IP 

prevents the emergence of a “new product” for which there is a consumer demand,
168

 

(ii) there is “no objective justification” for such refusal,
169

 and (iii) the IP owner, through 

the refusal, reserves the secondary market to itself by “excluding all competition” on 

that market.
170

  

 The “exceptional circumstances” test was later confirmed in the IMS Health case.
171

 

That case concerned the German undertaking IMS Health, which had developed a copy-

right protected database structure for the marketing of pharmaceuticals that had become 

the industry standard to which clients had adapted their information and distribution sys-

tems.
172

 IMS Health refused to license the structure to competitors and tried to prohibit 

them from using it through launching injunctions. The question was if the refusal to li-

cense constituted an abuse of the company’s dominance. The ECJ referred to the Magill 

case and stated that a refusal to license IPR can only constitute abuse under “exceptional 

circumstances”.
173

 Such circumstances were only considered to be at hand when all the 

Magill criteria were fulfilled.
174

  

 Regarding the “new product” requirement, the Court held that refusal to allow access 

to a product protected by an IPR, where that product is indispensable for operating on a 

secondary market may be regarded as abusive only where the undertaking which re-

quests the licence “does not intend to limit itself essentially to duplicating the goods or 

services already offered” by the owner of the IPR, “but intends to produce new goods or 

services not offered by the owner and for which there is a potential consumer de-

mand”.
175

 Thus, a mere duplication of an already existing product was not enough for a 
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compulsory license, but it was left unclear exactly how different from existing products 

a product needs to be to be considered “new”.  

6.2.2 Vexatious litigation 

The act of seeking an injunction might be an attempt at harassing a competitor and can 

thereby be categorised as vexatious litigation. The courts have been careful with equat-

ing judicial proceedings with abuse, but there is case law clarifying under which circum-

stances litigation falls under Art 102 TFEU. In the ITT Promedia case, the exclusive 

publisher of commercial telephone directories in Belgium accused Belgacom, the lead-

ing supplier of voice telephony services, of abusing its dominance.
176

 Belgacom had 

launched a series of lawsuits and counter-claims against ITT Promedia regarding the 

renewal of ITT Promedia’s exclusive right to publish directories using Belgacom’s sub-

scriber data.  

 The GC declared that the ability to assert one’s rights through the court system con-

stitutes the expression of a general principle of law, which underlies the constitutional 

traditions common to the member states and follows from Art 6 and 13 of the European 

Convention of Human Rights (“ECHR”).
177

 Litigation can therefore only be found abu-

sive in ”wholly exceptional circumstances”.
178

 According to the court, such circum-

stances are present if the litigation; (i) cannot reasonably be considered as an attempt to 

establish the dominant undertakings rights and can therefore only serve to harass the op-

posite party; and (ii) is conceived in the framework of a plan of which the goal is to 

eliminate competition.
179

 The conditions are cumulative, and shall, since they constitute 

exceptions to the general principle of access to the courts, be construed and applied 

strictly.
180

 In order for the first condition to be fulfilled, there must be evidence that the 

request is either manifestly objectively unreasonable or devoid of any basis in law.
181

 

This is a fairly high threshold.  

 The conditions were not considered to be fulfilled since Belgacom’s actions were re-

garded as assertions of what the undertaking, at the moment it brought the actions, could 

reasonably consider being its rights.
182

 To determine, as ITT Promedia advocated, the 

existence of abuse on the basis of how sound Belgacom’s claims were legally, was not 
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considered appropriate.
183

 Such an approach risked dissuading dominating undertakings 

from exercising their rights based on fear that the national legislation they based their 

claims on would not be compatible with EU law.
184

 The ITT Promedia criteria were lat-

er confirmed in Protégé.
185

 

 The case law expresses the view that competition law, as a main rule, should not be 

used to prevent an undertaking from enforcing their legal rights in courts. Only where 

legal proceedings are pursued in order to achieve anti-competitive aims to the detriment 

of public interest should one be allowed to intervene. The opposite conclusion would 

diminish the undertaking’s incentive to innovate and jeopardise the fundamental right of 

access to courts, without which all other rights are ineffective.
186

  

6.3 Comments and conclusions 

The refusal to license case law is not entirely suitable with regards to SEP-based injunc-

tions. If no licensing negotiation has been initiated and no offers have been declined, it 

is far fetched to say that the act of launching an injunction is a form of refusal to license. 

In order to make that claim, the alleged infringer would at least have to have approached 

the SEP-holder regarding licensing, and that might not always be the case. In fact, it is 

possible that the reason behind an injunction is to reach an agreement with the infringer. 

Injunctions are valuable in order to get an infringer to start negotiating a license. If the 

alleged infringer intentionally fails to seek a license which it knows that it needs, or en-

gages in systematic patent infringement and only accepts to take licenses in respect of 

patents that it has been legally found to infringe, injunctions can be used to bring the 

infringement to an end and force the infringer to the negotiations table.
187

 Thus, it is in-

correct to merely see injunctions as instruments to shut competitors out of the market. 

 Also, the Magill/IMS Health case law was designed to catch undertakings refusing to 

license in order to leverage their dominant positions into a secondary, adjacent mar-

ket.
188

 Thus, applying the case law to SEP-based injunctions would outlaw injunctions 

only where vertically integrated firms, which supply products implementing their tech-
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nology, launch them.
189

 Pure licensors with no activity in a secondary market (non-

practicing entities) would not be covered and this might be inconsequent since their in-

junctions might have effects that are just as negative on competition as injunctions by 

vertically integrated firms.  

 If one wishes to outlaw SEP-based injunctions, the vexatious litigation case law is 

not ideal either. It would be difficult to prove that the only reason for launching an SEP-

based injunction is to harass the defendant. If there has been a patent infringement, 

commencing judicial proceedings at least partly has to be seen as an attempt to establish 

the SEP-holder’s rights. In such a case the harassment aspect might only be a potential 

plus side for the SEP-holder, not its only purpose. Furthermore, the condition that the 

conduct must form part of a larger plan with the goal of eliminating competition is prob-

lematic. Since the purpose of the plan must be exclusionary, the use of injunctions in 

order to extort onerous licensing terms would not be considered abusive.
190

 Also, just as 

concerning refusal to license, it would be impossible to hold non-practicing entities 

(“NPE”s) guilty of abuse when launching injunctions against implementers if SEP-based 

injunctions were treated as a form of vexatious litigation. As an SEP-holder cannot be 

considered to be in a competitive relationship with its implementers, injunctions against 

implementers cannot be considered to be part of a plan to eliminate competition. 

 Since the concept of SEP-based injunctions does not easily fit within the case law of 

refusal to license or vexatious litigation, it might be easier to treat it as an independent 

type of abuse instead. As will be further accounted for later in this thesis, this is the ap-

proach that the ECJ chose in the Huawei case.
191

 It claimed that a FRAND-commitment, 

by its very nature, gives rise to “particular circumstances” that can make launching an 

injunction against a patent infringer constitute an abuse of dominance.
192

 How appropri-

ate and consistent this conclusion is will be discussed further below. Before that, how-

ever, a short account will be made of the legal views on SEP-based injunction that dom-

inated before the Huawei ruling was announced. 
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7 Legal Position Pre-Huawei 

7.1 The German approach 

Since Germany in general is considered patent holder friendly, it has become one of the 

most frequent fora for patent infringement disputes in Europe.
193

 This has lead to a 

strong case law on SEP-based injunctions being developed. In the Orange Book Stand-

ard case, the German Federal Supreme Court set out a framework for how to approach 

injunctions for SEPs where the SEP-holders have not made any FRAND-

commitments.
194

 The case concerned a patent infringement suit regarding a patent im-

plemented in the de facto standard for CD-R and CD-RW and the question was whether 

the SEP-holder could get injunctive relief despite the fact that the infringer had tried to 

obtain a license on commercial grounds.  

 The German court declared that an alleged infringer can escape injunctions by plead-

ing that the SEP-holder has abused its dominance by refusing to grant the infringer a 

license on non-discriminatory and non-restrictive terms and conditions.
195

 In order for 

such a claim to be successful however, the infringer has to be a willing licensee. Will-

ingness was considered to be at hand when; (i) the infringer has made an unconditional 

offer to conclude a licensing agreement which the SEP-holder cannot reasonably refuse 

without infringing competition law; and (ii) has complied with the obligations on which 

the use of the licensed subject matter depends.
196

 

 The first requirement has been referred to as the “godfather” condition because the 

threshold at which an offer cannot be rejected is so high.
197

 In order to be sure that the 

offer fulfils the condition, the infringer might have to propose that the royalty size later 

be determined by the SEP-holder.
198

 The fact that the offer has to be “unconditional” 

also contributes to the high threshold. It means that the infringer cannot make an offer 

conditional on the infringement, or the validity or essentiality of the patent.
199

 The sec-

ond requirement means that the infringer must act as if it already is a licensee from the 
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moment it makes the offer. This entails paying royalties or ensuring their payment in 

escrow, and providing regular accounting of those payments.
200

 

 The Orange Book Standard ruling has been confirmed in later German cases.
201

 Even 

though the case concerned a de facto standard and an SEP for which a FRAND-

commitment had not been given, it is settled case law that the conditions laid down by 

the German Federal Supreme Court also apply to SSO-generated standards.
202

 

7.2 The EC’s approach  

In April 2014 the EC closed two parallel investigations of SEP-based injunctions in the 

smartphone sector. It released a complete decision accounting for its whole analysis in 

Motorola
203

 and a commitment decision in Samsung.
204

 Both cases concerned dominate 

companies launching injunctions against Apple for infringing their SEPs. In Motorola, 

the company Motorola had successfully obtained an injunction against Apple for SEP-

infringement in Germany, even though Apple had made six licensing offers to Motorola 

during the injunction proceedings.
205

 Amongst other things, the offers had included pro-

posals giving Motorola the right to set royalties according to its equitable discretions 

and the FRAND standard in the industry without any limitations regarding size of royal-

ty rates and methods for calculation. However, it was not until Apple agreed to 

acknowledge the alleged infringement and entitle Motorola the right to terminate the 

agreement if Apple challenged the validity of the licensed SEPs, that the enforcement of 

the injunction was stayed and Motorola agreed to sign a settlement agreement.  

 The EC found the benefits of standardisation to be endangered by the seeking and 

enforcement of SEP-based injunctions and determined that antitrust intervention was 

necessary.
206

 It based its decision on the “exceptional circumstances” doctrine of Magill 

and IMS health, thereby extending the case law beyond refusal to license.
207

 The stand-

ardisation context and the FRAND-commitment constituted “exceptional circumstanc-
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es” distinguishing the case from others.
208

 Following the standardisation, the GPRS 

standard was so widely implemented that the industry had become locked-in, and this 

gave Motorola the opportunity to act anti-competitively by holding-up implementers of 

the standard.
209

 Furthermore, Motorola’s commitment to license its patent on FRAND-

terms gave manufacturers of GPRS-compliant products reason to expect that Motorola 

would make its SEP available on such terms to all implementers.
210

  

 The termination clause according to which Motorola was entitled to terminate the li-

cense if Apple challenged the validity of the SEP was considered to be especially prob-

lematic since it was capable of limiting Apple’s ability to influence the royalty level and 

could lead other manufacturers to pay for invalid IP,
211

 causing increased costs that 

might be passed on to consumers in the form of higher prices.
212

 The EC referred to the 

Windsurfing International case, according to which it is in the public interest to elimi-

nate any obstacles to economic activity that may arise when a patent is granted in er-

ror,
213

 and stated that a successful invalidation of the SEP would benefit the entire in-

dustry including consumers.
214

  

 According to the EC, there were no objective justifications for Motorola’s behaviour. 

The seeking of injunction could not provide enough advantages in terms of efficiencies 

that also benefit consumers, to counteract its likely negative effects.
215

 Three scenarios 

in which an SEP-holder can be entitled to launch injunctions against potential licensees 

were however exemplified; where the potential licensee (i) is in financial distress and is 

unable to pay its debts; (ii) has its assets located in jurisdictions that do not provide for 

adequate means of enforcement of damages; or (iii) is unwilling to enter into a licensing 

agreement on FRAND-terms and conditions with the result that the SEP-holder will not 

be appropriately remunerated for the use of its SEP.
216

 According to the EC, Apple’s 

second licensing offer was a clear indication that Apple was willing to enter into a li-

censing agreement on FRAND-terms with Motorola.
217

 After that offer was put forward, 

Motorola had no right to seek or enforce an injunction and doing so resulted in a compe-

tition law violation.  
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 The EC made the same substantial assessment in the Samsung case as in the 

Motorola case. Since Samsung had given a FRAND-commitment, and Apple had shown 

itself willing to negotiate a FRAND-license, the recourse to injunctions was considered 

harmful to competition.
218

 Samsung promised to refrain from seeking injunctions on the 

basis of any of its SEPs related to technologies implemented in smartphones and tablets 

against any company that, within 30 days, agreed to a particular licensing framework for 

the determination of FRAND-terms.
219

 The licensing framework included a negotiation 

period of up to 12 months and a third-party determination of FRAND-terms and condi-

tions in the event that no licensing agreement or alternative process for determining 

FRAND was agreed upon at the end of the negotiation period.
220

 During the negotiation 

period, implementers could practice the standard without fear of injunctive relief or ob-

ligations to put sums into escrow.  

 Even though they have different packaging, the Motorola and Samsung decisions ex-

press the same conclusion. Dominant SEP-holders cannot be allowed to launch injunc-

tions in order to distort licensing negotiations and impose unjustified licensing terms, 

since such behaviour could ultimately harm consumers. Even though recourse to injunc-

tion is a possible remedy for patent infringements, it might be considered abusive where 

it is based on SEPs and the alleged infringer is willing to enter into a FRAND licensing 

agreement. 

7.3 Comments and conclusions 

The German court’s method and the EC’s approach differ in one fundamental way. 

Whereas the assumption in Orange Book Standard is that SEP-holders are allowed to 

launch injunctions, the Motorola and Samsung decisions assume that injunctive relief 

constitutes abuse of dominance unless certain specific circumstances are at hand. Thus, 

while the German court placed its emphasis on how the alleged infringer must behave in 

order to raise a competition law defence, the EC focused on how the alleged infringer 

must behave in order for the SEP-holder to be able to launch an injunction. This differ-

ence suggests that the German approach was not much of a source of inspiration for the 

EC.  
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8 The Huawei Case 

8.1 Facts of the case 

The Huawei case arose from a patent licensing dispute between the two Chinese tele-

communications companies Huawei Technologies and ZTE Corp. Huawei, the holder of 

a patent declared to be essential to practice the LTE standard published by ETSI and 

commonly marketed as 4G wireless service, had agreed to license its SEP on FRAND-

terms.
221

 After ZTE’s infringement on Huawei’s patent, the companies engaged in dis-

cussions regarding the possibility of them concluding a licensing agreement on 

FRAND-terms. Huawei indicated an amount that it considered to be reasonable, and 

ZTE sought a cross-licensing agreement, but the negotiations never led to any final bid. 

When ZTE despite this continued the infringement, Huawei brought an action against 

the company, seeking an injunction prohibiting the infringement, an account of money 

due, the recall of products and an award of damages in Germany.  

 In its defence, ZTE argued that Huawei was abusing its dominance by seeking an in-

junction. The German court agreed that in theory Huawei’s actions could constitute an 

abuse of dominance in the meaning of Art 102 TFEU, but since the Orange Book Stand-

ard jurisprudence did not correspond with the statements of the EC in Samsung and 

Motorola, it decided to ask the ECJ for a preliminary ruling. The question was if an 

SEP-holder, which has agreed to license on FRAND-terms, is allowed to bring an action 

for injunction against a patent infringer when that infringer has declared that it is willing 

to negotiate a license, or if such an action constitutes an abuse of dominance.
222

  

8.2 Opinion of Advocate General Wathelet 

AG Wathelet began his opinion by declaring that the right to bring an action for injunc-

tion is directly linked to the right to IP, and can therefore not in itself constitute abuse.
223

 

However, since IPRs cannot be considered as absolute and inviolable, they must in the 

general interest be reconciled with the antitrust rules.
224

  

 Since Huawei had voluntarily committed to license the patent to third parties on 

FRAND-terms, the case hinged on the manner in which Huawei had fulfilled its com-

mitment.
225

 The fact that the patent was incorporated into a technical standard created a 
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relationship of dependence between Huawei and the undertakings producing products 

and services that were in accordance with that standard.
226

 According to Whatlelet, un-

der such circumstances the bringing of an action for injunction can constitute an abuse 

of dominance if it means that the patent holder, in spite of the infringer’s willingness to 

enter into a licensing agreement, is violating its FRAND-commitment.
227

  

 Wathelet declared that in order to avoid abusing its dominance, an SEP-holder must 

alert the infringer of the infringement in writing, giving reasons and specifying the SEP 

concerned and the way in which it has been infringed.
228

 Furthermore, the holder must 

present a written offer for a licence on FRAND-terms containing all the terms normally 

included in a license to the infringer.
229

 This was considered justifiable since the SEP-

holder is the only one who has access to the data needed to ensure that there is no dis-

crimination between licensees.
230

 After this, the infringer must respond to the offer in a 

diligent and serious manner.
231

 If the offer is not accepted, a reasonable counter-offer 

must promptly be submitted to the SEP-holder in writing.
232

  

 Wathelet claimed that an action for a prohibitory injunction does not constitute an 

abuse of dominance if the infringer’s conduct has been purely tactical, dilatory or unse-

rious.
233

 If negotiations are not commenced or are unsuccessful, the conduct of the in-

fringing undertaking cannot be regarded as negligent if it asks for the terms to be fixed 

by an independent third party,
234

 neither can the infringer be considered negligent if it 

reserves the right to challenge the validity of the patent or the illegality of its use.
235

 It is 

in the public interest for alleged infringers to be able to challenge the validity of SEPs, 

as wrongfully granted patents constitute obstacles to the legitimate pursuit of economic 

activity.
236

 Furthermore, if the infringer has requested a court determination of the 

terms, the SEP-holder is allowed to demand security for the future payment of royalties 

or the deposit of a provisional sum for past and future use of its SEP.
237
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8.3 The judgment 

The ECJ started its ruling of the Huawei case by stating that the Court, in order to assess 

the lawfulness of an action for infringement on an SEP, must strike a balance between 

the interest of maintaining free competition and the requirement to safeguard the propri-

etor’s IPRs and its right to effective judicial protection.
238

 The possibility to bring an 

action for infringement forms part of the rights of an IPR-owner and the exercise of such 

a right cannot in itself constitute an abuse of dominance.
239

 However, under exceptional 

circumstances, the exercise of an exclusive right linked to an IPR can constitute abusive 

conduct for an SEP-holder.
240

 The Court stated that the circumstances of the case dif-

fered from those in the Volvo Veng, Magill and IMS Health cases.
241

 However, rather 

than concluding that this meant that the act of launching an injunction could not be con-

sidered abusive, the Court adopted a new standard. 
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 Under the “particular circumstances“ where; (i) the patent is essential to a standard 

established by an SSO, rendering its use indispensible to all competitors which envisag-

es manufacturing products complying with the standard;
 242

 and (ii) the SEP-holder has 

committed to grant licenses on FRAND-terms, thereby creating legitimate expectations 

on the part of third parties that the SEP-holder will in fact grant licenses on such 

terms,
243

 Art 102 TFEU can be considered breached. According to the Court, the mere 

right to launch an injunction for an SEP-infringement means that the SEP-holder can 

prevent products being manufactured by competitors from appearing or remaining on 

the market, thereby reserving the manufacture of the products in question to itself.
244

 

Because of the “particular circumstances” regarding SEPs, the ECJ considered it justi-

fied imposing obligations on SEP-holders to comply with before launching injunctions. 

Interestingly however, obligations were also placed on the alleged infringer to comply 

with in order to invoke an abuse of dominance defence against the SEP-holder. Thus, 

the Court created a negotiations framework for implementers wanting to avoid injunc-

tions, and SEP-holders not wanting to infringe Art 102 TFEU by launching injunctions. 

 Firstly, it is for the SEP-holder to alert the alleged infringer of the infringement by 

designating that SEP and specifying the way in which it has been infringed.
245

 This ap-

proach was based on the fact that it cannot be certain that the infringer is actually aware 

that it is making an infringement.
246

 Over 4,700 patents have been declared essential to 

the LTE standard and even large telecom companies like ZTE cannot be expected to 

make sure that all those patents are valid and essential before commencing implementa-

tion.
247

 If the infringer expresses its willingness to conclude a licensing agreement after 

such an approach, the SEP-holder must present a specific written offer for a license on 

FRAND-terms.
248

 This obligation was justified through a reference to a paragraph in the 

AG opinion, where Wathelet states that the SEP-holder is better placed to determine 

whether its offer complies with the condition of non-discrimination than the alleged in-

fringer.
249

  

 When the SEP-holder has presented an offer, it is up to the alleged infringer to dili-

gently respond to that offer in accordance with recognised commercial practices and in 
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good faith, to be established on the basis of objective factors implying particularly that 

there are no delaying tactics.
250

 However, the infringer can never be criticised for chal-

lenging the validity, essentiality or infringement of the patent.
251

 Should the infringer 

not accept the offer, it may only assert abuse of dominance if it promptly and in writing 

makes a specific counter-offer that corresponds to FRAND-terms.
252

 After the counter-

offer, the infringer must provide an account of past acts of use of the SEP and appropri-

ate security for the payment of royalties in accordance with recognised commercial 

practices in the field.
253

 If no agreement is reached following the alleged infringer’s 

counter-offer, the parties may by common agreement, request that an independent third 

party determine the amount of royalty.
254
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8.4 Comparison of approaches 

The ECJ’s ruling in the Huawei case is mainly in line with AG Wathelet’s opinion but 

differs on a couple of points. Firstly, in contrast with Wathelet, the Court did not consid-

er it necessary for the SEP-holder to present a FRAND offer if the infringer has not ex-

pressed its willingness.
255

 This approach places a bigger burden on the infringer, which 

somehow (the Court does not clarify in what way) must communicate enthusiasm to-

wards concluding a licensing agreement. Secondly, the ECJ did not, as Wathelet, con-

sider that security for the payment of royalties in respect of use of the SEP should only 

be required where the infringer has asked for court determination of the terms.
256

 Instead 

it claimed that from the point at which the SEP-holder’s counter-offer is rejected, the 

alleged infringer must provide security in accordance with recognised commercial prac-

tices.
257

  

 Even though some have considered the Huawei judgment to be a confirmation of the 

EC’s decisions in Motorola and Samsung,
258

 a close examination shows that the ECJ’s 

approach differs in fundamental ways. Firstly, the ECJ has a much narrower theory of 

harm in mind than the EC. According to the Court, SEP-based injunctions must have the 

effect of excluding products manufactured by competitors reserving the manufacturing 

of the products to the SEP-holder in order to be considered abusive.
259

 No attention is 

paid to the potential exploitative anticompetitive effect of implementers having to accept 

disadvantageous licensing terms suggested in Motorola.
260

  

 Secondly, the EC based its decisions on the hold-up theory even though there is no 

empirical evidence whatsoever to support that hold-up actually occurs.
261

 Even though it 

did not expressly refute the hold-up theory, the ECJ’s omission to mention it and focus 

on the exclusionary effects of SEP-based injunctions suggests that the theory was not a 

basis for the Court’s decision.  

 Thirdly, by stating that there is no abusive conduct as long as the SEP-holder follows 

the negotiations framework,
262

 the ECJ awards the SEP-holder a safe harbour to follow 
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in order to keep the right of launching injunctions. This approach differs from the EC’s, 

suggestion where it is the infringer’s “willingness” and financial situations that decides 

whether or not injunctions are an option.
263

  

 The ruling differs from the Orange Book case as well. In contrast with the German 

court, the ECJ did not place the burden of making the first offer on the alleged infring-

er.
264

 Furthermore, while the Orange Book judgment clarified that an alleged infringer 

has to make an unconditional offer in order to be considered willing,
265

 the ECJ just like 

AG Wathelet
266

 underlined the importance of the alleged infringer having the possibility 

of challenging the validity, essentiality or infringement of the patent.
267

 

 It seems as if the Huawei ruling and opinion stand somewhere in between the EC’s 

and the German court’s approaches. They are more SEP-friendly than Motorola and 

Samsung, yet less so than the Orange Book Standard case. Furthermore, the ruling plac-

es a bit more obligations on the alleged infringer than the AG opinion, placing it further 

to the right on the SEP-holder friendliness track. 

 

8.5 Remaining uncertainties 

8.5.1 Dominance 

Even though the Huawei judgment clears up a number of issues, the ECJ leaves many 

questions unanswered. Firstly, it never considered whether or not Huawei was in a dom-

inant position since the existence of dominance was never contested before it.
268

 The 

German court’s questions related only do the existence of abuse and the Court therefore 

decided to confine its analysis to that issue.  
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 Some of the Court’s formulations on this subject however, do deserve further analy-

sis. As an example, the Court recognised that Huawei and ZTE had equivalent bargain-

ing power,
269

 and that both undertakings were holders of numerous patents essential to 

the LTE standard.
270

 This suggests that the Court may have had doubts regarding 

Huawei’s presumed dominance in the case at hand.
271

 However, no further statement 

was made regarding this issue and it therefore remains unclear whether dominance can 

be established in a conflict between two equally strong market players.  

8.5.2 FRAND-calculation 

A second question that was left unanswered is how one should go about calculating 

FRAND. This is not entirely surprising since the referring court did not ask the ECJ on 

the meaning of FRAND. By acknowledging that both parties can make FRAND-offers 

and counter-offers and still remain in disagreement,
272

 the Court clarifies that FRAND, 

more than anything, is a scale where various royalties can be encompassed. No further 

guidance is however offered on the subject.  

 Since the ruling places obligations on both the SEP-holder and the alleged infringer 

to make FRAND-offers, it would have been appropriate to give additional guidance on 

FRAND-calculation.  

8.5.3 Absence of FRAND-commitment 

Furthermore, the Court says nothing about what happens if the SEP-holder has never 

made a FRAND-commitment. Is the obligation that comes with the FRAND-

commitment to be transferred to the new owner when the SEP is sold or is the new own-

er, within the frames of the ITT Promedia
273

 conditions, free to launch injunctions as it 

pleases?  

 Even though one could imagine that the contractual nature of a FRAND-commitment 

would enable such a commitment to be evaded by selling the patent to a third party, this 

does not appear to be the case. The general opinion seems to be that an obligation to li-

cense on FRAND-terms travels with the patent.
274

 This view is supported by the EC’s 

statement that the transfer of FRAND-commitments after the sale of standard is im-
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portant from a competition law perspective since it safeguards the pro-competitive eco-

nomic effects of standard setting.
 275

 Nevertheless, it would be good to know if the ECJ 

backs this opinion. Unfortunately, it remains silent on this issue. 

8.5.4 The negotiations framework 

The negotiations framework itself leaves much to the imagination. It does not indicate 

how long the SEP-holder has to wait for a response before finding the infringer unwill-

ing. Neither does it give any guidance on how negotiations should proceed beyond the 

SEP-holder’s first offer and the alleged infringer’s counter-offer. Sure, the Court sug-

gests the option of third-party determination by common agreement, but it says nothing 

on how to resolve a stalemate. What happens if one of the parties does not wish to in-

volve a third-party? Is it then open for the SEP-holder to launch an injunction? Or are 

the parties obligated to keep making counter-offers for all eternity, bouncing the respon-

sibility back and forth between each other? This seems unlikely. 

 Moreover, the alleged infringer’s obligations are unclear. In order to invoke an abuse 

of dominance defence against an injunction, the alleged infringer has to make a FRAND 

counter-offer and behave diligently in accordance with recognised commercial practices 

and in good faith.
276

 What exactly does this entail? Delaying tactics are obviously out of 

the question but does the same go for demands for cross-licensing?  

8.5.5 The theory of hold-up 

The Court is also silent about the theory of hold-up even though the German court ex-

pressly mentions it in its referred questions.
277

 Instead of declaring the risk of SEP-based 

injunctions having the exploitative effect of enabling SEP-holders to extract excessive 

royalties, the Court bases its judgment on the exclusionary competitive harm of closing 

competitors out of the market.
278

 Since it is unclear whether the silence should be inter-

preted as the Court repudiating the theory, the only thing we can be sure of is that it does 

not provide a clear endorsement for it.
279

  

 It would have been good if the Court had cleared up this issue. If the hold-up theory 

is the underlying reason for the antitrust interference in the SEP-holder’s right to protect 
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its patent, that should be acknowledged for the sake of the principle of legality, which 

demands a transparent, accountable, democratic and pluralistic process for enacting 

laws.
280

  

8.5.6 Applicability on NPEs 

Another unclear aspect of the ruling is whether or not it applies to NPEs. Just like con-

cerning refusal to license and vexatious litigation,
281

 the answer to that question seems 

to be that it does not.
282

 According to paragraph 52 of the judgment, the danger with 

SEP-based injunctions is that they allow SEP-holders to prevent products manufactured 

by competitors from appearing or remaining on the market, thereby reserving the manu-

facturing of the product in question to themselves.
283

 This means that it is necessary that 

the SEP-holder has an actual or potential degree of vertical integration in manufacturing 

in order to enable a finding of abuse.
284

 It also means that NPEs are immune from Art 

102 TFEU liability when it comes to SEP-based injunctions.
285

  

 Commissioner Vestager has contended that the Huawei ruling is much broader than 

that,
286

 basing its reasoning on paragraph 53 which states that a FRAND-commitment 

creates legitimate expectations on the part of third parties such that a refusal by the SEP-

holder to grant a license on FRAND-terms might constitute abuse.
287

 However, since 

paragraph 53 starts with “in those circumstances” it is probable that the paragraph 

chimes with paragraph 52, and that the circumstances referred to are those in which ver-

tically integrated SEP owners launch injunctions.
288

 In order to avoid misinterpretations, 

the Court could have been clearer on this matter. 
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8.5.7 Safety valves 

Lastly, the judgment leaves open what would happen if a dominant SEP-holder request-

ed an injunction on the condition that the court finds the SEP-holder to have satisfied the 

legal test established by Huawei. Would the SEP-holder in such a situation bear any an-

titrust risks? This seems excessive since the SEP-holder can never be sure that its offers 

actually are FRAND without having a court statement confirming the fact. However, it 

remains uncertain whether or not such an approach would be acceptable.  

8.6 Unconvincing arguments   

8.6.1 Reversed perspective 

The ECJ’s approach in Huawei deserves some criticism. Initially, it can be criticised that 

the Court does not really answer the referred question. While the German court asks 

whether an SEP-holder, which has made a FRAND-commitment, abuses its dominance 

if it brings an action for an injunction against a patent infringer, even though the infring-

er has declared itself willing to negotiate a license, the ECJ explains under which cir-

cumstances an application for an injunction does not constitute abuse. The Court thus 

reverses the perspective in a way that can be criticised. 

 This is clear from the Court’s phrasings. According to paragraph 55 of the ruling, in 

order to prevent an action from being regarded as abusive, the SEP-holder must comply 

with certain conditions.
289

 Moreover, in paragraph 71, the Court declares that an SEP-

holder that complies with the prescriptions does not abuse its dominance by bringing an 

action for infringement.
290

 This suggests an assumption that SEP-based injunctions, in 

themselves, are abusive. A notion that seems far removed from the fundamental right to 

IP,
291

 and the obligation on member states to ensure that their judicial authorities are 

able to issue injunctions against IPR-infringers.
292

 

8.6.2 Third parties’ legitimate expectations 

Some of the ECJ’s arguments in the Huawei judgment warrant closer scrutiny. The no-

tion that a FRAND-commitment can give rise to legitimate expectations to third parties, 

such that a refusal by the SEP-holder to grant a license on FRAND-terms might consti-

tute abuse,
293

 is unconvincing. According to general principles of EU law, an undertak-
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ing can only nurture legitimate expectations when it has been given precise assuranc-

es.
294

 Since a FRAND-declaration is typically formulated as “I am prepared to grant 

licenses” and not “I will grant licences”, it is unclear if it actually can meet the threshold 

of constituting assurances.
295

 Also, since the notion of FRAND encompasses a range of 

possible reasonable remuneration rates,
296

 a FRAND-commitment lacks the kind of pre-

cision required by the principle of legitimate expectations.
297

 It can also be seen as in-

consistent with the principles of no implied waiver and legitimate expectations.
298

 Since 

the forms for FRAND-declarations contain no explicit waiver of injunctive relief, no 

waiver should be read into the commitment.
299

 

8.6.3 The infringer’s absolute right to challenge 

Also the Court’s prohibition of restrictions on implementers’ possibilities to challenge 

SEPs is problematic.
300

 It is based on the premise that licensing agreements are entered 

into through ideal bargaining processes where parties have all the information and agree 

on a royalty that reflects the underlying value of the patented technology.
301

 This is rare-

ly the case.
302

 In general, there is often uncertainty as to whether an SEP is valid and 

essential during licensing negotiations, and the only way to know for sure is to get the 

uncertainty removed through a judicial finding.
303

 The alleged infringer can achieve this 

by challenging the patent, and the SEP-holder, by requesting injunctive relief thereby 

forcing the infringer to defend itself by challenging the patents. By removing the SEP-

holder’s possibility to ask for injunctive relief while at the same time making sure that 

the alleged infringer cannot be hindered from challenging the SEP, the Court has shifted 

the balance of the negotiating power to the alleged infringer’s advantage. This might 

have negative effects on the incentive to innovate.  

 Moreover, there is a risk that the prohibition of restrictions on implementers’ possi-

bilities to challenge SEPs will have negative effects for consumers at an earlier stage. 
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The grade of certainty of an SEP’s validity and essentiality affects the royalty size.
304

 

SEP-holders are able to charge more for patents that have been declared valid and will 

most likely take the risk of the patent being declared invalid or non-essential into ac-

count in royalty negotiations. By refusing them the possibility of using the threat of in-

junction to stop alleged infringers from challenging their patents, the ECJ is basically 

giving them incentive to charge higher royalty rates,
305

 which ultimately might be 

passed on to consumers. 

8.6.4 Incorrect assumptions 

Some of the ECJ’s arguments seem hurried and simplified and are based on incorrect 

assumptions. When assessing competitive harm for example, the Court equates the mere 

right to launch injunctions with an anticompetitive risk of the SEP-holder foreclosing all 

competitors from the downstream market.
306

 This conclusion assumes that a request for 

an injunction automatically leads to such relief being granted, leading to all products 

implementing the patent being removed from the market.
307

 This assumption is incor-

rect. Courts do take FRAND-commitments into consideration and rarely award injunc-

tions when the SEP-holder has acted in breach of its commitment.
308

  

 Furthermore, the negotiations framework seems detached from the reality of licens-

ing negotiations. The Court has constructed the framework based on the assumption that 

the SEP-holder only ever asserts one single patent when in fact patent portfolios and 

cross-licensing are common in the smartphone industry.
309

 Also, the possibility to fol-

low the framework is based on the assumption that the parties know whether or not their 

offers are to be considered FRAND, when the truth as discussed above,
310

 is that 

FRAND calculation is a very difficult and obscure endeavour. The only way to establish 

whether or not an offer actually is FRAND is to have a court rule on the matter. This 

means that SEP-holders who mistakenly believe their offers to be FRAND risk antitrust 

exposure,
311

 and that is not compatible with the principle of legal certainty which re-
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quires rules of law to be clear, precise and predictable as regards their effects.
312

 The 

interpretation suggests that if an alleged infringer has made a FRAND counter-offer, an 

SEP-holder is prevented from seeking an injunction even though it has seen its own 

FRAND-offer refused.
313

 As Rato and English put it, this conclusion seems unduly 

harsh: if an SEP-holder has made a FRAND-offer which has not been accepted, there is 

no good FRAND-related reason to deny an injunction request.
314

 

8.6.5 An independent test for abuse 

Lastly, something should be said about the ECJ’s decision not to follow the case law of 

refusal to license or vexatious litigation but instead create an independent test for SEP-

based injunctions. Firstly, the Court’s statement that the exercise of an exclusive right 

linked to an IPR may in exceptional circumstances involve abuse of dominance is curi-

ous.
315

 In support of this notion the Court refers to Volvo Veng, Magill and IMS Health 

even though all three cases concerns the specific question of under which circumstances 

the act of refusal to license can constitute an abuse of dominance. The judgments never 

considered whether seeking injunctions, or the “exercise” of IPR, constituted abuse. De-

spite this, the ECJ acts as if the case law is clear. This simplification is dubious.  

 In addition to this, the ECJ fails to mention relevant case law. The ECJ could have 

based its ruling on the vexatious litigation case law of ITT Promedia and Protégé.
316

 

Claiming that the act of launching an injunction is abusive implies that litigation itself is 

abusive and, according to established case law; one can only find litigation abusive in 

”wholly exceptional circumstances”.
317

 More particularly, where the litigation; (i) can-

not reasonably be considered as an attempt to establish the dominant undertaking’s 

rights and can therefore only serve to harass the opposite party; and (ii) is conceived in 

the framework of a plan with the goal of eliminating competition.
318

 Had this abuse of 

dominance test been issued in the Huawei case, it is fairly certain that no abuse would 

have been established. Due to the circumstances of the case, launching an injunction to 

stop the infringement has to be considered as an attempt by Huawei to establish its 
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rights and not only an endeavour to harass ZTE. Thus, the first criteria cannot be con-

sidered fulfilled.   

 The decision to set SEP-based injunctions apart from other IPR-related litigation and 

create a new individual type of abuse test might have been appropriate if the Court had 

explicitly overruled the vexatious litigation case law or convincingly explained how 

SEP-based litigation differed from other litigation. Not even mentioning it however, 

demonstrates inconsistency which conflicts with the principle of legitimate expecta-

tions.
319

 It is disappointing that no reasoning whatsoever was offered regarding this is-

sue. 

9 The Aftermath of Huawei 

9.1 Sisvel v. Haier
320

 

On 3 November 2015, the Regional Court of Düsseldorf, Germany granted Sisvel’s mo-

tion for an injunction against the Haier group, preventing it from continuing infringing 

on Sisvel’s patents essential for the GSM, GPRS, UMTS and LTE standards. Sisvel 

brought infringement proceedings and informed the infringer’s parent company about 

the patent. Negotiations were initiated but the parties never reached a final agreement. 

Haier rejected several written offers without giving any counter-offers. Only at the oral 

hearing did Haier provide a bank bond and documentation of the revenue from sales of 

the allegedly infringing products. The court granted the injunction finding that it did not 

constitute an abuse of dominance. This was based on the fact that Haier had not provid-

ed the bank bond and accounted for its use in time.
321

  

 Since Haier’s counter-offer was inconsistent with the Huawei criteria, the court did 

not consider it necessary to determine whether Sisvel’s offer was FRAND.
322

 Thus, the 

court suggested that the counter-offer had to fulfill the conditions even though the origi-

nal offer did not. The judgment was appealed to the Higher Regional Court, which did 

not agree with the court of first instance’s decision.
323

 It declared that every step of the 
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Huawei process sequentially must follow the preceding step.
324

 Leaving the question 

regarding whether or not Sisvel’s offer actually constituted FRAND unanswered was 

considered wrongful application of the law and the case was therefore sent back to the 

lower court for re-examination.
325

  

9.2 SLC v. Deutche Telekom
326

 

A few weeks after the Regional Court of Düsseldorf’s decision in Sisvel v. Haier, the 

Regional Court of Mannheim granted SLC’s motion for an injunction against Deutche 

Telekom (“DT”) in order to stop it from infringing on SLC’s SEP. After filing its action, 

SLC informed DT about the infringement and made a licensing offer. DT rejected the 

offer and contacted its supplier HTC, which in turn offered to license the patent on 

FRAND-terms in Germany. SLC rejected the offer, whereafter HTC provided a bank 

guarantee for an amount that, according to HTC, covered potential licensing royalties 

and submitted detailed sales figures to the court.  

 The court rejected DT’s Huawei defense on the grounds that DT never had expressed 

any willingness to enter into a licensing agreement on FRAND-terms. Because of that 

circumstance, it was not considered necessary to determine whether or not SLC had in-

formed DT about the infringement in a Huawei compatible way.
327

 Thus, the court cate-

gorized the pre-notification as a formality that in itself is not enough for an abuse. The 

court never answered the question of whether DT could base an abuse of dominance de-

fense on the fact that its supplier, HTC, was willing to enter into a licensing agreement 

on FRAND-terms because it considered HTC’s counter-offer to be inadequate as it did 

not contain any specific suggestion on the royalty size. Neither was the compatibility of 

SLS’s offer with FRAND assessed. The court namely considered that the infringer’s ob-

ligation arises independently of the SEP-holder’s offer’s material content as long as it 

formally meets the requirement of an offer.
328

 Having an independent third party fixing 

the royalty size was only considered to be an alternative if both parties agreed.
329

  

 The SLC v. Deutche Telekom judgment could possibly be considered incompatible 

with the Higher Regional Court of Düsseldorf’s decision in Sisvel v. Haier. It remains to 

be seen whether the approach holds up on appeal.  
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9.3 Comments and conclusions 

The German cases exemplify the difficulties that arise when national courts attempt to 

apply the Huawei negotiation framework to real cases. So many questions are left open 

that it is unsurprising that national courts have so much trouble filling in the blanks. For 

example, can an infringer transfer the obligation to make a counter-offer onto its suppli-

er or is it not allowed to invoke an abuse of dominance defense on the basis of its sup-

plier’s FRAND-offer? Moreover, how long can the infringer wait to express willingness 

to license after having been informed about the infringement and how long can it wait 

with providing security after having rejected the SEP-holder’s offer? All of these ques-

tions are of importance to the assessment of whether an injunction constitutes abuse and 

it is highly probable that national courts will make additional references to the ECJ in 

order to receive guidance in their assessments. 

 Another thing that can be gathered from the cases is that the courts in general seem to 

be reluctant to venture into FRAND-calculation. In Sisvel v. Haier, so much so that the 

lower court tried to argue that the obligations in the negotiations framework does not 

have to be fulfilled sequentially even though the opposite, in my opinion, is clear from 

the ECJ’s wordings.
330

 Had the ECJ given more guidance on how to determine FRAND 

the German court may have felt more secure and might not have worked so hard to 

avoid having to deal with it. This is only speculation however. Maybe the court’s reluc-

tance to calculate FRAND had nothing to do with its misjudgment. It could simply be 

the ECJ’s ambiguity that threw it off the right path.  

10 Conclusion 

10.1 Answering the questions 

10.1.1 Is the law in force sufficiently clear? 

As has been discussed to some length in the previous chapter, the ECJ leaves many 

questions unanswered in the Huawei ruling. The proposed negotiations framework has 

so many holes in it that it can be regarded as the antitrust equivalent to Swiss cheese and 

the method for FRAND calculation is not mentioned at all. This makes it difficult for 

SEP-holders to know whether or not they are entitled to ask for injunctions. 
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 Subjects of the law are supposed to have the ability to regulate their conduct in order 

to protect themselves from the arbitrary use of state power.
331

 Community rules shall 

enable those concerned to know precisely the extent of the obligations which are im-

posed on them and individuals must be able to ascertain, unequivocally, what their 

rights and obligations are in order to take the steps accordingly.
332

 The idea of SEP-

holders risking committing competition law violations, and being imposed hefty fines 

based on them making offers which they wrongfully believe to be FRAND seems far 

removed from these values. Some clarification is thus necessary if we are to avoid a sys-

tem incompatible with the general principle of legal certainty.
333

 

 In addition to being problematic for SEP-holders, the insufficient clarity makes it 

more difficult for legal authorities to apply the judgment, which might lead to mis-

judgement. The German cases Sisvel v. Haier and SLC v. Deutche Telekom are good ex-

amples of this problem.
334

 Misjudgment forces appellate courts to intervene and make 

additional references to the ECJ for guidance. This leads to lengthier and more compli-

cated legal proceedings and higher litigation costs which in turn might be passed on to 

consumers. If one of the motives behind the antitrust intervention, as Angeli suggests,
335

 

is to counteract increasing amounts of resources spent on litigation, the Court’s unclarity 

risks defeating that whole purpose.  

10.1.2 Is there a balance between interests? 

Developing an economy based on knowledge and innovation is one of the three main 

priorities set in “Europe 2020”, the ten-year strategy adopted by the EU for smart, sus-

tainable and inclusive growth.
336

 In today’s world of increasingly globalised markets 

and knowledge economies it is evident that encouraging industries, which lead from re-

search and development (“R&D”) investments to employment, is crucial in order to cre-

ate a more competitive economy with higher employment.
337

 An efficient IPR system is 

one of the most important factors in this process since IP has the capacity of encourag-
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ing creativity and innovation.
338

 Innovation encouragement is also one of the objectives 

behind competition law.
339

 

 As has been mentioned above, there is a need to strike a fair balance between the in-

terests of protecting IPR, of safeguarding competition and of achieving the advantages 

of standardisation.
340

 If undertakings are completely deprived of the essence of their ex-

clusive rights the value of IPR will be diminished. Such an outcome cannot be allowed 

since it makes undertakings refrain from investing in development and innovations. The 

alternative would mean competition law counteracting the values that it is supposed to 

be protecting in the first place. Thus, too much intrusion in the patent holders’ possibili-

ties to enforce their rights might disturb the system and threaten the realisation of the 

ambition to establish an ideal breeding ground for innovation and interoperability. 

 In my opinion, the Huawei ruling is somewhat unbalanced. By developing a pre-

sumption that SEP-based injunctions constitute abuse of dominance the ECJ has tipped 

the scale to the infringer’s advantage. Only after having followed the steps of the nego-

tiations framework is the SEP-holder allowed to launch an injunction in order to stop an 

infringement. The infringer however, is free to commence court proceedings in order to 

challenge the validity, essentiality or infringement of the patent whenever it wants.  

 This imbalance may give the SEP-holder a great disadvantage in the negotiation pro-

cess.
341

 Such a disadvantage might lead to SEP-holders displaying more restraint regard-

ing the enforcement of their rights, which in turn may result in less investment in inno-

vation.
342

 It might also make patent holders less willing to incorporate their patents into 

technical standards, jeopardising the effectiveness of standardisation. If patent holders 

are doubtful regarding whether or not to standardise their technology, there is a risk that 

the best and most cost efficient technology will not always be selected for the standard. 

In the long run, this might lead to less interoperability and increased cost, to the detri-

ment of consumers. It might also lead to risks of economic losses for undertakings in-

vesting in developing technologies wrongly believing that they will work together with 

other devices.
343
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10.1.3 Is there a better approach? 

10.1.3.1 The breach of Art 101 TFEU approach 

It has been suggested that Art 101 TFEU, which prohibits agreements between under-

takings, decisions by associations of undertakings and concerted practices which may 

affect trade between member states and which have as their objective or effect the pre-

vention, restriction or distortion of competition within the internal market, is applicable 

to SEP-based injunctions.
344

 The EC has expressed the view that Art 101 TFEU requires 

FRAND licensing in agreements to adopt specific standards.
345

 Based on this, Temple 

Lang considers that an SEP-holder who has made a FRAND-commitment is violating 

Art 101 TFEU if it does not offer licenses on FRAND-terms.
346

 According to him, com-

petition would be distorted or eliminated in the downstream market, causing harm to 

consumers, if SEP-holders were allowed to refuse to license their patents or license them 

on discriminatory terms.
347

 When a FRAND-commitment has been made, seeking an 

injunction can only be a way of putting pressure on the implementer to pay excessively 

high royalties.
348

 

 I respectfully disagree with Temple Lang regarding the possibility of applying Art 

101 TFEU to SEP-based injunctions. Firstly, as has been mentioned above, there can be 

other reasons for seeking injunctions for SEP-infringements than shutting out competi-

tion or extorting excessive royalties. There might be honourable reasons behind such 

actions. For example it is imaginable that an SEP-holder might turn to injunctions in or-

der to force infringers to accept reasonable royalties, well within the FRAND scale.  

 Secondly, I have trouble getting past the fact that the launching of an injunction is a 

unilateral act. Art 101 TFEU prohibits collusion between undertakings and is not appli-

cable to one-sided behaviour from individual companies.
349

 The extent to which unilat-

eral acts can be considered violations of competition law is regulated through Art 102 

TFEU. Thus, Art 101 TFEU cannot be considered applicable. 
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10.1.3.2 The contract law approach 

It can be argued that the anti-competitive effects that come with SEP-based injunctions 

should have been left for the national courts or the SSOs to deal with outside of the 

realm of competition law. Since a FRAND-commitment made to an SSO also creates 

rights for third parties,
350

 a court can refuse to grant an injunction based on general con-

tract law. As I have mentioned above, courts rarely grant injunctions to SEP-holders act-

ing in breach of their FRAND-commitments.
351

 Competition law, and the fines that 

come with violating it, is thus not necessary to handle the issue. 

 In order to make things clearer, SSOs could change their IPR-policies to prohibit in-

junctions. Angeli argues that even though it is unquestionable that the problem could be 

solved by SSOs changing their IPR-policies, antitrust interference is needed since no 

such change appears to be on the horizon.
352

 I respectfully disagree with this logic. In 

my opinion, the fact that the SSOs have not changed their IPR-policies suggests that 

they do not view the launching of SEP-based injunctions as such a big problem. This 

argument rather speaks against competition law intervention, than for it.  

 What then was the decision to make a competition law intervention based on? Ac-

cording to Angeli, such an intervention is necessary in order to lessen the negative ef-

fects of unnecessary litigation.
353

 While it is true that the increasing number of legal 

proceedings surrounding SEPs is a problem since the vast resources spent on litigation 

might eventually be passed on to consumers, I respectfully submit that one should not to 

be too hasty declaring litigation as unnecessary. As I have discussed above, injunctions 

have important functions in licensing negotiations since they can be used to increase and 

decrease royalty size. Basing the decision on this argument is not very convincing. 

10.2 Closing remarks 

The Huawei judgment is the first in which the ECJ has ruled on SEP-based injunctions’ 

compatibility with competition law. Following its announcement, SEP-holders will need 

to take into account the risk of violating competition law before seeking injunctions 

against infringers, and infringers have a new defence against unwelcome injunctions. As 

has been described above, the judgment leaves multiple questions unanswered. It is also 

unbalanced to the detriment of SEP-holders and detached from the reality of licensing 
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negotiations. Because of these shortcomings, both undertakings and legal authorities 

will have trouble interpreting it. This might lead to misunderstandings and misjudge-

ment. It is predictable that there will be further requests for preliminary rulings from na-

tional courts trying to figure out how to apply the ruling to the disputes before them. 

 Personally, I do not agree that antitrust intervention was necessary in order to deal 

with SEP-based injunctions. Leaving this issue to the SSOs and national courts to deal 

with using contract law might have been preferable since it would not have limited the 

possibilities of enjoying the fundamental right to IP to the same extent. However, if anti-

trust intervention is required I have to admit that the Huawei method might not be that 

bad. Compared to the EC, the ECJ demonstrates a fairly modest appetite for competition 

law intervention. Only where injunctions can be expected to cause the exclusionary 

competitive harm of closing all competitors out of the market can an abuse be estab-

lished.
354

 This departure from the Motorola and Samsung framework indicates some im-

provement for SEP-holders wanting to establish their rights through launching injunc-

tions. The judgment thus provides a new hope for a more balanced application of the 

antitrust regulation in respect of SEP-based injunctions. 
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